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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 7/9/09 has been entered. 

The amendment of 7/9/09 has been entered. Claims 26-36, 38-45, and 47-60 are pending. 

2. Newly submitted claims 57-60 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

A. Restriction to one of the following inventions would have been required under 35 
U.S.C. 121: 

I. Claims 26-36, 38-45, and 47-56, originally presented and examined, drawn to a 
polyurethane dispersion and method of making, classified in class 524, subclass 
591 among others. 

II. Newly presented claims 57 and 60, drawn to a method of sealing a building 
material, classified in class 427, subclass 372.2 among others. 

III. Newly presented claim 60, drawn to a method of adhering building materials, 
classified in class 156, subclass 331.1 among others. 

B. The inventions are independent or distinct, each from the other because: 

i. Inventions of group I, particularly the composition claims thereof and newly 
presented groups II and III are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
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as claimed can be used in a materially different process of using that product. See MPEP 
§ 806.05(h). In the instant case, the composition has a different method of use from each of 
those of groups II and III as shown by the independent and distinct uses of groups III and II 
respectively. Furthermore, the composition of group I can be used to make a free standing film 
or three dimensional molded articles. 

ii. Inventions of group I, particularly the methods of making the compositions of group 

I and groups II and III are directed to related distinct processes. The related inventions are 
distinct if: (1) the inventions as claimed are either not capable of use together or can have a 
materially different design, mode of operation, function, or effect; (2) the inventions do not 
overlap in scope, i.e., are mutually exclusive; and (3) the inventions as claimed are not obvious 
variants. Sec MPEP § 806.05(j). In the instant case, the inventions as claimed an have a 
materially different design, mode of operation, function, or effect; (2) the inventions do not 
overlap in scope, i.e., are mutually exclusive; and (3) the inventions as claimed are not obvious 
variants. The invention of group I makes a composition and does not require the steps of groups 

II or III, which result in coated substrates or adhered materials, which are different effects, 
designs, modes of operation, and functions. Furthermore, the inventions as claimed do not 
encompass overlapping subject matter and there is nothing of record to show them to be obvious 
variants. 

C. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above and there 
would be a serious search and examination burden if restriction were not required because one or 
more of the following reasons apply: 
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(a) the inventions have acquired a separate status in the art in view of their different 

classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 

classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 1 12, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must include 
(i) an election of a invention to be examined even though the requirement may be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention may be made with or without traverse. To reserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically 
point out supposed errors in the restriction requirement, the election shall be treated as an 
election without traverse. Traversal must be presented at the time of election in order to be 
considered timely. Failure to timely traverse the requirement will result in the loss of right to 
petition under 37 CFR 1.144. If claims are added after the election, applicant must indicate 
which of these claims are readable on the elected invention. 

If claims are added after the election, applicant must indicate which of these claims are 
readable upon the elected invention. 
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Should applicant traverse on the ground that the inventions are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the 
inventions to be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions unpatentable over the prior art, the evidence 
or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 57-60 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

See also MPEP 706.07(h), particularly "Applicants cannot file an RCE to obtain 
continued 

examination on the basis of claims that are independent and distinct from the claims 
previously claimed and examined as a matter of right (i.e., applicant cannot switch 
inventions). Sec 37 CFR 1 . 1 45. Any newly submitted claims that are directed to an 
invention that is independent and distinct from the invention previously claimed will be 
withdrawn from consideration and not entered." 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 38 and 47-49 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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A. The instant claims 38 and 47-49 recite "comprises" or "comprising" while the claim that 
they depend from recites "consisting". It is unclear what is intended by this broadening language 
and it is unclear how this further limits the instant claim 26, as is required by rule. It is noted 
that "comprising" in the method claims allows different steps including reactions with different 
reactants, which broadens the composition claim 26 rather than further limiting it, as required by 
rule. This further raises the issue as to how the method limitations of claims 47-49 further limit 
the compositions of claim 26. 

5. Claims 38 and 47-49 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. 

A. The instant claims 38 and 47-49 recite "comprises" or "comprising" while the claim that 
they depend from recites "consisting". This broadening language does not further limits the 
instant claim 26, as is required by rule. It is noted that "comprising" in the method claims allows 
different steps including reactions with different reactants, which broadens the composition 
claim 26 rather than further limiting it, as required by rule. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 26-36, 38-45, and 47-56 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Pat. No. 6462127 Ingrisch et al.. 

Ingrisch discloses the instantly claimed polyurethane dispersions at the abstract; column 1, 
lines 4-67; column 2, lines 1-67; column 3, lines 1-67, particularly 44-67 which broadly 
encompasses the instantly claimed invention; column 4, lines 1-67, particularly 18-67, which 
encompasses the instantly claimed ingredients and amounts thereof. It is noted that the instant 
claim recites ">12" regarding component A and the disclosure's preferred amount of the 
instantly claimed component A is 0.3-12%. However, the amount of the patentee is based on the 
amount of their component H. Before addition of the patentee's component H, the patentee's 
component A is present in a greater amount than when H is added, e.g. consider the patentee's 
12% of A which gives 12/(88 of all components but A + 12 of A) and removal of the lower 
amount of H of the patentee, i.e. 5% which gives 12/((88-5) + 12) which is about 12.6% of A. 
Removing larger amounts of the patentee's H and using 12% of the instantly claimed A in the 
patentee's compositions clearly gives even larger amounts of A in the patentee's compositions, 
which meets the instant claims using more than 12% of the instantly claimed component A. 

Furthermore, the patentee's preferred amount of 0.3-12% overlaps with the instantly claimed 
">12" regarding component A because the mathematical precision of each claimed number is 
such that they read only on the values that round off to "12". Thus, the instant claims are taken 
to include e.g. 11.9 while the patentee's disclosure is taken to include e.g. 12.1, within 
mathematical principles. Furthermore, one cannot measure the claimed amounts to within a 
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single molecule of the claimed material. Thus, the claimed values overlap within experimental 
error for this reason. The preferred nature of the patentee's upper limit of 12 is taken as 
disclosing the portion of the patentee that overlaps with the instant claims for the reasons stated 
above so as to constitute being disclosed with sufficient specificity so as to anticipate the 
instantly claimed amount of component A. 

Thus, the intermediate of the patentee prior to addition of their component H has the instantly 
claimed amount of A. The ingredients of column 5, lines 1-8 are additional to those of the 
instant claims. Taking the amounts of column 5, lines 1-8 of the patentee from the patentee's 
composition and using the larger amounts of the instantly claimed component A of the patentee 
gives amounts within those of the instant claims since removing the amounts of column 5, lines 
1-8 lowers the amount of the denominator used to calculate the amounts. Furthermore, the 
amounts overlap due to experimental error in making such measurements and because the 
broader disclosure of the patentee encompasses larger than the preferred amounts of the instantly 
claimed component A. Note also column 5, lines 9-67; column 6, lines 1-67, column 7, lines 1- 
67; column 8, lines 1-67; column 9, lines 1-67; column 10, lines 1-19, which encompasses the 
instantly claimed high molecular weight; column 11, lines 18-67; column 12, lines 1-67, 
particularly the method steps and temperatures which fall within the scope of those of the instant 
method claims; column 13, lines 1-44 which discloses the instantly claimed substrates; and the 
remainder of the document which encompasses the limitations of the remaining claims, 
particularly the examples and the claims. 

The instant claims 38 and 47-49 recite "comprising" and therefore include the addition of 
other ingredients due to the open nature of the claims. The instant claims which continue to 
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recite open language continue to encompass the additional components of the patentee. Column 
11, lines 31-48, particularly 44-48 show that the polyurethane dispersion not containing H and I 
of the patentee is prepared and exists for a finite period of time without the presence of H and I 
of the patentee. This existence, albeit for a limited time, meets the requirements of the instant 
claims 26 and 52 in that the intermediate does not contain anything excluded by the recitations 
of "consisting" of the instant claims. Nothing in the caselaw is seen that would prevent the 
applicant from adding H and I of Ingrisch to their compositions at some later time. 
Ingrisch does not exemplify the instantly claimed inventions. 

The applicant's arguments have been fully considered but are not persuasive for the reasons 
stated above. The rejection is maintained for the above reasons. 

9. Claims 26-36, 38-45, and 47-56 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over US Pat. No. 6462127 Ingrisch et al.. 

Ingrisch discloses the instantly claimed polyurethane dispersions at the abstract; column 
1, lines 4-67; column 2, lines 1-67; column 3, lines 1-67, particularly 44-67 which broadly 
encompasses the instantly claimed invention; column 4, lines 1-67, particularly 18-67, which 
encompasses the instantly claimed ingredients and amounts thereof. It is noted that the instant 
claim recites ">12" regarding component A and the disclosure's preferred amount of the 
instantly claimed component A is 0.3-12%. However, the amount of the patentee is based on the 
amount of their component H. Before addition of the patentee's component H, the patentee's 
component A is present in a greater amount than when H is added, e.g. consider the patentee's 
12% of A which gives 12/(88 of all components but A + 12 of A) and removal of the lower 
amount of H of the patentee, i.e. 5% which gives 12/((88-5) + 12) which is about 12.6% of A. 
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Removing larger amounts of the patentee's H and using 12% of the instantly claimed A in the 
patentee's compositions clearly gives even larger amounts of A in the patentee's compositions, 
which meets the instant claims using more than 12% of the instantly claimed component A. 

Furthermore, the patentee's preferred amount of 0.3-12% overlaps with the instantly claimed 
">12" regarding component A because the mathematical precision of each claimed number is 
such that they read only on the values that round off to "12". Thus, the instant claims are taken 
to include e.g. 1 1.9 while the patentee's disclosure is taken to include e.g. 12.1, within 
mathematical principles. Furthermore, one cannot measure the claimed amounts to within a 
single molecule of the claimed material. Thus, the claimed values overlap within experimental 
error for this reason. The preferred nature of the patentee's upper limit of 12 is taken as 
disclosing the portion of the patentee that overlaps with the instant claims for the reasons stated 
above so as to constitute being disclosed with sufficient specificity so as to anticipate the 
instantly claimed amount of component A. 

Thus, the intermediate of the patentee prior to addition of their component H has the instantly 
claimed amount of A. The ingredients of column 5, lines 1-8 are additional to those of the 
instant claims. Taking the amounts of column 5, lines 1-8 of the patentee from the patentee's 
composition and using the larger amounts of the instantly claimed component A of the patentee 
gives amounts within those of the instant claims since removing the amounts of column 5, lines 
1-8 lowers the amount of the denominator used to calculate the amounts. Furthermore, the 
amounts overlap due to experimental error in making such measurements and because the 
broader disclosure of the patentee encompasses larger than the preferred amounts of the instantly 
claimed component A. Note also column 5, lines 9-67; column 6, lines 1-67, column 7, lines 1- 
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67; column 8, lines 1-67; column 9, lines 1-67; column 10, lines 1-19, which encompasses the 
instantly claimed high molecular weight; column 11, lines 18-67; column 12, lines 1-67, 
particularly the method steps and temperatures which fall within the scope of those of the instant 
method claims; column 13, lines 1-44 which discloses the instantly claimed substrates; and the 
remainder of the document which encompasses the limitations of the remaining claims, 
particularly the examples and the claims. 

The instant claims 38 and 47-49 recite "comprising" and therefore include the addition of 
other ingredients due to the open nature of the claims. The instant claims which continue to 
recite open language continue to encompass the additional components of the patentee. Column 
11, lines 31-48, particularly 44-48 show that the polyurethane dispersion not containing H and I 
of the patentee is prepared and exists for a finite period of time without the presence of H and I 
of the patentee. This existence, albeit for a limited time, meets the requirements of the instant 
claims 26 and 52 in that the intermediate does not contain anything excluded by the recitations 
of "consisting" of the instant claims. Nothing in the caselaw is seen that would prevent the 
applicant from adding H and I of Ingrisch to their compositions at some later time. 
Ingrisch does not exemplify the instantly claimed inventions. 

Ingrisch does not exemplify the instantly claimed inventions. 

It would have at least been obvious to one of ordinary skill in the art at the time of the 
instantly claimed invention to use the ingredients and amounts thereof and the reaction 
parameters of the instant claims in making the dispersions of the patentee because these are 
encompassed by the disclosure of the patentee and would have been expected to give the 
properties of the dispersions of the patentee. It would have at least been obvious to one of 
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ordinary skill in the art at the time of the instantly claimed invention to use the instantly claimed 
amounts of the instantly claimed component A in the dispersions of the patentee because using 
one % more than the upper level of the preferred amounts of the patentee that read on the 
amounts of the instant claims will not give a significantly different result and will give only 
predictable results to the ordinary skilled artisan, i.e. 12% to 13% is not expected to give much 
difference and is encompassed by the broad disclosure of the patentee as preferred mode does 
not teach away from other values and the broad disclosure encompasses broader values of the 
amount of A. The applicant's arguments have been fully considered but are not persuasive for 
the reasons stated above and the teachings of the patentee. 

The applicant's arguments have been fully considered but are not persuasive for the reasons 
stated above. The rejection is maintained for the above reasons. 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The examiner 
can normally be reached on Monday to Friday from 1 0 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Patrick D Niland/ 



Primary Examiner 
Art Unit 1796 



